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DETAILED ACTION 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on November 4, 2005 has been entered. 

2. Claims 1-36 are pending in this instant application. 

3. The allowance of claims 20-36 is withdrawn in view of the informality set forth in the 
office action below. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1-36 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The use of the term “at least one ..” for the compound having a single bond in 
claims 1-5, 18-19, 20-21. See the definition of “W “ in claim 1 page 283, line 16; R02 on page 
284, line 12-13; Zio line 6, page 285, claim 4; Zio line 6, page 286, claim 5; R03 in lines 18- 
19, page 286, claim 5; Re2 claim 18, lines 6-7, page 289; Ai claim 19, line 2, page 290; R20 
claim 20, line 12, page 290; R21 , Z2, Rei claim 20, page 291, lines 2, 5-6 and 9; and Rg , R62 
in claim 21, page 292, lines 3-4, and 8-9. The compound contains a single bond and cannot link 
to more than one substituents. Therefore, the use of the language “at least one of ..” is either 
improper, awkward or indefinite. The use of the word “kind of’ in claims 30-32 is indefinite. 
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“type”, Ex parte Copenhaver, 108 USPQ 118. There are no sufficient antecdent basis for the 
“organic silver salt” in claim 10-17. There is no basis for “organic silver salt” in claim 2-9. 
Moreover, the use term “using” in claim 10-17 is indefinite since “using” fails to clearly describe 
the actual step to perform the process. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
' subsection of an application filed in the United States only if the international application designated the United 

States and was published under Article 21(2) of such treaty in the English language. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-5, 9-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Yoshioka et al (US Patent No. 6,413,712) and Murray et al (US Patent No. 
5,686,228). 

Yoshioka et al disclose a photothermographic material substantantially as claimed. See the 
material in the abstract which discloses a photothermographic material having photosensitive 
silver halide, non-photosensitive organic silver salt, a reducing agent comprises a at least one 
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species of 0-polyphenol compound and at least one species of hindered phenol compound.; 
examples in columns 38-46 wherein the material contains photosensitive layer and a non- 
photosensitive layer such as protective layer or intermediate layer; and coliunns 13-14, phenol 
compound (11-16), (11-17), column 17-18, compounds (11-30), (11-31) having formula within the 
scope of the scope of compound (2a) of the claimed invention. Yoshioka et al fail to disclose the 
compound of formula (1) of the claimed invention, but the compound has been known in Murray 
as contrast enhancing agent for a photothermographic material. See Murray in column 4, lines 9- 
26. It would have been obvious to the worker of ordinary skill in the art at the time the invention 
was made to use the compound taught in Murray et al to improve the image contrast of the 
material of Yoshioka and thereby provide a material as claimed. The limitations in claims 10-17 
is related to the process for forming the organic silver salt, and fail to differentiate the claimed 
material from that of the applied prior art of record. 

9. Claims 1-17 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over (US Patent No. 6,586,170). 

Yamada et al disclose a photothermographic material as claimed. See the material in the 
abstract wherein the material contains an organic silver salt, a reducing agent, a photosensitive 
silver halide, a substituted alkene derivative and a hydrazine compoimd. See the alkene 
derivative in column 2-3, compounds of formula (1) to (14), and the description of the 
substituent associated therewith in columns 4-5 and the exemplified compounds in columns 5- 
12; the reducing agent in column 62, compound (R-I), and the exemplified compounds in Table 
23 in columns 63-64. The alkene compound contains a functional group same or similar to that 
of the compound of formula (1), see for instance the compound in column 9, compound 38 that 




Application/Control Number: 10/686,062 
Art Unit: 1752 



Page 5 



contains an aryl group, an -OH group, -CN group and -COOCgHn. Yamada et al discloses the 
a photothermographic compound containing an alkene compound and the reducing agent 
compound of the claimed invention. Yamada et al may not disclose the use of the compound of 
formula (R-I) in the exemplify sample. However, these compounds are the preferred compounds 
of Yamada, and the worker of ordinary skill in the art would used these compound exemplified 
therein in combination with the alkene compound to provide the invention as claimed. 
Therefore, the invention as claimed lacks novelty. Alternatively, it would have been obvious to 
the worker of ordinary skill in the art at the time the invention was made to use the alkene 
compound and the bisphenols reducing agents disclosed in Yamada with an expectation of 
achieving an material high Dmax and gradation and free black pepper and thereby provide a 
material as claimed. A prima facie case of obviousness may be made when chemical compounds 
have very close structural similarity and similar utilities. “An obviousness rejection based on 
similarity in chemical structure and function entails the motivation of one skilled in the art to 
make a claimed compound, in the expectation that compounds similar in structure will have 
similar properties.” In re Payne, 606 F.2d 303, 313, 203 USPQ 245, 254 (CCPA 1979). See In re 
Papesch, 315 F.2d 381, 137 USPQ 43 (CCPA 1963) (discussed in more detail below) and In re 
Dillon, 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 1991) (discussed below and in MPEP § 
2144) for an extensive review of the case law pertaining to obviousness based on close structural 
similarity of chemical compounds. See also MPEP § 2144.08, paragraph Il.A.4.(c). In this case, 
the worker of ordinary skill in the art would have use known substituents associated with the 
alkene compound taught in Yamada et al with an expectation of achieving similar properties. 
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The limitations in claims 10-17 is related to the process for forming the organic silver salt, and 
fail to differentiate the claimed material from that of the applied prior art of record. 

Response to Arguments 

10. Applicant's arguments filed November 4, 2005 have been fully considered but they are 
not persuasive for the reason set forth in rejection above. First, the claims are rejection under 
35 use 102(e) as being anticipated by Yamada et al above, and the Declaration under 37 CFR 
1.132 is irrelevant. “(E)vidence of secondary considerations, such as unexpected results or 
commercial success, is irrelevant to 35 U.S.C 102 rejections and thus caimot overcome a 
rejection so based. In re Wiggins, 488 F.2d 538, 543, 179 USPQ 421, 425 (CCPA 1973). The 
Declaration under 37 CFR 1.132 if considered fails to overcome the prima facie of obviousness 
rejection. The results shown in the Declaration such as presented in the Declaration on 
November 04, 2004 are irrelevant to the results shown in Yoshioka et al presented in Tables 1-2 
in column 49-50 such as Dim, Dmin-Dmax, and the results shown in Yamada et al. Table in 
column 80-107, Tables 30-36 with respect to Dmax, S, gamma and black pepper. The results 
shown in Table 8 of the Declaration on November 4, 2005 are irrelevant to the characteristics of 
the results disclosed in either Yoshioka et al or Yamada et al. The results are not commensurate 
with the scope of the claimed invention. The results are related to the use of silver salt of a long 
chain aliphatic carboxylic acid which is preferred by the present invention and that the prior art 
of record, while “organic silver salt” claimed in the present invention encompasses the non 
preferred silver salt disclosed in the present invention and that disclosed in the applied prior art 
of record. Moreover, the Declaration is not commensurate with the scope of the compound of 
formula (1) and (2a) presented in the claims. “ The data is not reasonably commensurate in scope 
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with the claims, which, as drafted, are broad in scope and cover mixtures of numerous untested 
compounds. Lindner, 457 F. 2d at 508, 173 USPQ at 358.”. 

Conclusion 

11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thorl Chea whose telephone number is (571) 272-1328. The 
examiner can normally be reached on 9 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Cynthia H. Kelly can be reached on (571)272-1526. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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